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DECI SI ON ON APPEAL

This is a decision on the appeal under 35 U.S.C. § 134
fromthe examner’s rejection of clains 1-6, 12 and 13, which
constitute all the clains remaining in the application.

The disclosed invention pertains to a circuit arrangenent
for providing electrical power to a gas discharge |anp such as

a fluorescent tube.
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Representative claim1l1l is reproduced as foll ows:
1. An arrangenent conpri sing:

a source providing an alternating voltage across a

pair of source termnals; the alternating voltage having
a fundamental frequency distinctly higher than that of
the AC vol tage on an ordinary electric utility power |ine;

a series-conbination of an inductor and a capacitor;
t he series-conbi nation being: (i) naturally resonant at
a frequency | ower than said fundanmental frequency,
(1) effectively connected across the source
termnals, thereby to draw a source current fromthe
source termnals, and (ii1) connected in circuit with a pair
of output termnals across which is provided an
approxi mat el y sinusoi dal out put vol tage; the inductor being
coupled with an auxiliary wi ndi ng, thereby to cause an
auxiliary voltage to be provided fromthis auxiliary
wi ndi ng; the coupling between the inductor and the
auxiliary wi nding being sufficiently | oose so that, in case
an electrical short circuit were to be pl aced across the
auxi liary wi nding, the nmagnitude of the source current
woul d be prevented fromincreasing to a detrinmental ly high
| evel ; and

a gas discharge | anp neans having a first thermonic
cathode with a pair of cathode terminals connected with

t he auxiliary wi nding by way of a connect neans; the
| anp neans al so having a second therm onic cat hode; the
approxi mat el y si nusoi dal out put voltage being applied

bet ween the first and the second thern oni c cat hodes.

The exam ner relies on the follow ng references:

Warren 2,333,499 Nov. 02, 1943
Cates et al. (Cates) 2,339,051 Jan. 11, 1944
Cox 3, 691, 450 Sep. 12, 1972
Zansky 4,370, 600 Jan. 25, 1983
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Clains 1-6, 12 and 13 stand rejected under 35 U S.C. 8§
103. As evidence of obviousness the exam ner offers Zansky in
view of Cox with respect to clainms 1, 2, 12 and 13, and the
exam ner adds Cates and Warren to this conbination with
respect to clains 3-6.

Rat her than repeat the argunments of appellant or the
exam ner, we nake reference to the brief and the answer for
the respective details thereof.

OPI NI ON

We have carefully considered the subject matter on
appeal, the rejections advanced by the exam ner and the
evi dence of obviousness relied upon by the exam ner as support
for the rejections. W have, |ikew se, reviewed and taken
into consideration, in reaching our decision, the appellant’s
argunents set forth in the brief along with the examner’s
rationale in support of the rejections and argunents in
rebuttal set forth in the exam ner’s answer.

It is our view, after consideration of the record before
us, that the evidence relied upon and the level of skill in
the particular art would not have suggested to one of ordinary
skill in the art the invention as set forth in clains 1-6, 12
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and 13. Accordingly, we reverse.
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In rejecting clains under 35 U . S.C. § 103, it is
i ncunbent upon the exam ner to establish a factual basis to

support the |l egal conclusion of obviousness. See In re Fine,

837 F.2d 1071, 1073, 5 USP@d 1596, 1598 (Fed. Cir. 1988). 1In
so doing, the exam ner is expected to nmake the factual

deternm nations set forth in G ahamv. John Deere Co., 383 U S.

1, 17, 148 USPQ 459, 467

(1966), and to provide a reason why one having ordinary skill
in the pertinent art would have been led to nodify the prior
art or to conbine prior art references to arrive at the
claimed invention. Such reason nust stem from sone teaching,
suggestion or inplication in the prior art as a whole or

know edge generally available to one having ordinary skill in

the art. Uniroval, Inc. v. Rudkin-Wley Corp., 837 F.2d 1044,

1051, 5 USPRd 1434, 1438 (Fed. Cr.), cert. denied, 488 U.S.

825 (1988); Ashland O 1, Inc. v. Delta Resins & Refractories

lnc., 776 F.2d 281, 293, 227 USPQ 657, 664 (Fed. G r. 1985),

cert. denied, 475 U.S. 1017 (1986); ACS Hosp. Sys., Inc. v.

Mont efiore Hosp., 732 F.2d 1572, 1577, 221 USPQ 929, 933 (Fed.

Cir. 1984). These showi ngs by the exam ner are an essenti al

part of conplying with the burden of presenting a prim facie
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case of obvi ousness. Note In re Cetiker, 977 F.2d 1443, 1445,

24 USPQ2d 1443, 1444 (Fed. Cir. 1992). If that burden is net,
the burden then shifts to the applicant to overcone the prinma

faci e case with argunent and/or evidence. QObviousness is then

determ ned on the basis of the evidence as a whole and the
rel ati ve persuasi veness of the argunments. See Id.; Inre
Hedges, 783 F.2d 1038, 1039, 228 USPQ 685, 686 (Fed. G r

1986); In re Piasecki, 745 F.2d 1468, 1472, 223 USPQ 785, 788

(Fed. Cir. 1984); and In re Rinehart, 531 F.2d 1048, 1051, 189

USPQ 143, 147 (CCPA 1976).

We consider first the rejection of clains 1, 2, 12 and 13
based on the teachings of Zansky and Cox. These clains stand
or fall together, and we will consider claim1l as the
representative claim The exam ner asserts that Zansky
teaches an auxiliary winding | oosely coupled to the resonant
i nductor of an electronic ballast for gas discharge tubes.
According to the examner, the only feature of claim1 not
taught by Zansky is the setting of the operating point at
sonet hing other than the resonant point. The exam ner asserts
that it is well known to operate on either side of the
resonant point as allegedly taught by Cox (and
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others). The exam ner concludes that it would have been
obvi ous to nove the operating point in Zansky as taught by Cox
(answer, pages 4-5).

Appel I ant makes the follow ng argunments: 1) appell ant
argues that Zansky does not teach a | oosely coupled auxiliary
wi ndi ng coupled with a resonant inductor; 2) appellant argues
that the exam ner has provided no | ogical basis to nove the
operating point of Zansky or that Zansky’'s circuit could be
i nproved by such nodification; and 3) appell ant argues that
the inverter circuits of Zansky and Cox are substantially
different and there is no basis for conbining features from
these two inconpatible circuits (brief, pages 3-6). The
exam ner responds that the “l ooseness” of the coupling between
the inductor and the auxiliary w nding involves only routine
skill in the art. The exam ner al so responds that the
operating point is a matter of design choice (answer, pages 7-
9).

We agree with the position argued by appellant. The

exam ner has failed to establish a prima facie case of

obvi ousness. Nowhere does Zansky disclose that the auxiliary
wi ndings of his ballast circuit are | oosely coupled to the
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i nductor. The exam ner bases his position on nothing nore
than a perceived inherent property of the (gapped) magnetic

core 47 of Zansky. A prinma facie case of obviousness is not

established by nmere conjecture of the exam ner. The clains
also recite a specific property of the |oose coupling which

t he exam ner has disnmissed as routine skill of the artisan.
The obvi ousness of the specific property recited in
appellant’s clains al so cannot be net by the nere conjecture
of what the exam ner deens to be obvious. The exam ner has
failed to provide us with an evidentiary record which clearly
supports the obviousness rejection.

We al so agree with appellant that the exam ner has not
supported his position that it would have been obvious for the
series-conbi nati on of an inductor and a capacitor to be
naturally resonant at a frequency |ower than the fundanenta
frequency of the gas discharge |lanp. Zansky discl oses a
ball ast circuit operating at a resonant frequency equal to the
fundamental frequency. The exam ner has pointed to no
specific portion of Cox, and we have found none, which
suggests that the Zansky ballast circuit would be inproved by
havi ng the resonant frequency |ower than the fundanental
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frequency. The nodification of Zansky by Cox as proposed by
the exam ner is not suggested by the collective teachi ngs of
t hese references.

Therefore, we do not sustain the exam ner’s rejection of
clains 1, 2, 12 and 13 based on the collective teachi ngs of
Zansky and Cox.

We now consider the rejection of clainms 3-6 based on the
col | ective teachings of Zansky, Cox, Cates and \Warren.
Al t hough these clainms do not have the | oosely coupl ed
recitation of claiml, they do recite the feature of the
natural ly resonant frequency of the series connection of the
i nductor and the capacitor being | ess than the fundanental
frequency of the alternating voltage. Cates and Warren were
cited by the exam ner to neet additional recitations of these
clains directed to a current limting neans connected between
the auxiliary winding and the gas discharge lanp. |In addition
to the argunents consi dered above, appellant argues that there
is no notivation to nodify the circuit of Zansky with the
teachi ngs of Cates and Warren and no benefit to the Zansky
circuit would result therefrom (brief, pages 6-7).

As noted above, we fail to find any teachings in the
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Zansky and Cox references which woul d have suggested to the
artisan that the series conbination of the inductor and the
capaci tor of Zansky should be naturally resonant at a
frequency | ower than the fundanental frequency of the
alternating voltage. Cates and Warren do not overcone this
deficiency in the basic conbination of references. Therefore,
we al so do not sustain the examner’s rejection of clainms 3-6
based on the collective teachings of Zansky, Cox, Cates and

Vr r en.
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In sunmary, we have not sustained either of the
exam ner’s rejections of the appealed clainms. Therefore, the

deci sion of the examner rejecting clains 1-6, 12 and 13 is

rever sed.
REVERSED
)
JERRY SM TH )
Adm ni strative Patent Judge )
)
)
) BOARD OF PATENT
M CHAEL R FLEM NG )
Adm ni strative Patent Judge ) APPEALS AND
)
) | NTERFERENCES
)
LANCE LEONARD BARRY )
Adm ni strative Patent Judge )
JS: hh
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OLE K. NI LSSEN
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